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Application No. 

10/680,488 


Applicant(s) 

CHEN ET AL. 


Examiner 

Kama! A. Saeed 


Art Unit 

1626 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )£3 Responsive to communication(s) filed on 30 August 2006 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-16 is/are pending in the application, 

4a) Of the above claim(s) 15 and 16 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) D Claim(s) is/are rejected. 

7) ^ Claim(s) 7-74 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Claims 1-16 are currently pending in this application. Claims 15 and 16 are withdrawn 
from further consideration by the Examiner, 37 C.F.R. § 1 .142(b), as being drawn to a non- 
elected invention. The withdrawn subject matter is patentably distinct from the elected subject 
matter as it differs in structure and element and would require separate search considerations. In 
addition, a reference, which anticipates one group, would not render obvious the other. 

Response to Remarks/Arguments 

Applicants argue that the compound of claim 19 was elected with traverse and that they 
did not have a chance to argue the restriction requirement until now. Applicants also argue that 
the current action restricts group I into an infinite amount of inventions and that there is no 
burden in examining the group together. Applicant's traversal is partially persuasive and the 
search was extended to include compounds not examined in previous office action. The 
argument, however, was not persuasive regarding that there is no burden to the examiner to 
examine the whole group together. The invention of Group I involve distinct compounds that 
have distinct functional groups and are classified in different classes. Chemical structures, which 
are similar, are presumed to function similarly, whereas chemical structures that are not similar 
are not presumed to function similarly. The presumption even for similar chemical structures 
though is not irrebuttable, but may be overcome by scientific reasoning or evidence showing that 
the structure of the prior art would not have bee expected to function as the structure of the 
claimed invention. Note that in accordance with the holding of Application of Papesch. 50 
CCPA 1084, 315 F.2d 381, 137 USPQ 43 (CCPA 1963) and In re Lalu. 223 USPQ 1257 (Fed. 
Cir. 1984), chemical structures are patentably distinct where the structures are either not 
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structurally similar, or the prior art fails to suggest a function of a claimed compound would have 
been expected from a similar structure. 

The scope of the invention of the elected subject matter that have been extended and 
examined is as follows: 



wherein: 

A is as defined except it does not represent a heterocyclic group; Z is as defined; R 1 - R 6 and R 8 
- R 14 are as defined. 

As a result of the election and the corresponding scope of the invention identified supra, 
the remaining subject matter of claims 1-14 are withdrawn from further consideration pursuant to 
37 CFR 1.142 (b) as being drawn to non-elected inventions. The withdrawn compounds contain 
varying functional groups such as triazine, homopiperazinyl, thiomopholinyl, propylaminyl etc, 
which are chemically recognized to differ in structure and function. This recognized chemical 
diversity of the functional groups can be seen by the various classification of these functional 
groups in the U.S. classification system, i.e. class 544 subclass 63(+) (thiomorpholine), class 540 
subclass 450(+) (homopiperzinyl), class 544 subclass 180(+) (triazines), 548 subclass 400(+) 
pyrrolidines etc. Therefore the subject matter which are withdrawn from consideration as being 
non-elected subject differ materially in structure and composition and have been restricted 



Compounds 




, depicted in claim 1, 
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properly a reference which anticipated but the elected subject matter would not even render 
obvious the withdrawn subject matter and the fields of search are not co-extensive. 

Objections 

Claims 1-14, are objected to for containing elected and non-elected subject matter. 
Claims drawn solely to the elected invention as identified supra, would appear allowable. 

Telephone Inquiry 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kamal A Saeed whose telephone number is (571) 272 0705. The 
examiner can normally be reached on M-F 8:00 AM- 5:00 PM. 

The examiner can normally be reached on Monday-Friday from 8:00 AM - 5:00 PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Mr. 
Joseph K. McKane, can be reached at (571) 272 0699. The unofficial fax phone for this group 
are (703) 308-4556 or 305-3592. 

When filing a FAX in Technology Center 1600, please indicate the Header (upper right) 
"Official" for papers that are to be entered into the file, and " Unofficial" for draft documents 
and other communications with the PTO that are not for entry into the file of the application. 
This will expedite processing of your papers. 

Communication via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signiture, may be used by applicant and should be 
addressed to [joseph.mckane@uspto.gov]. All Internet e-mail communications will be made of 
record in the application file. PTO employees will not communicate with applicant via Internet 
e-mail where sensitive data will be exchanged or where there exists a possibility that sensitive 
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data could be identified unless there is of record an express waiver of the confidentiality 
requirements under 35 U.S.C. 122 by the applicant. See the Interim Internet Usage Policy 
published by the Patent and Trademark Office Official Gazette on February 25, 1997 at 1 195 OG 
89. 




KAMAL A. SAEED, PH.D. 
PRIMARY EXAMINER 



